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DETAILED ACTION 

1 . This action is responsive to communications: amendment filed 5/25/06 to the 
application filed on 8/28/03. 

2. Claims 3, 6-7, 10-11 , 14-17, 20, 22-51 are canceled. 

3. Claims 52-63 are added. 

4. Claims 1-2, 4-5, 8-9, 12-13, 18-19, 21 , 52-63 are pending in the case. Claims 1 
and 57 are independent claims. 

5. The rejections of claims 1 1 , 36, and 46 under 35 USC 112, second paragraph, 
have been withdrawn in view of the cancellation of these claims. 

6. The rejection of claim 21 under 35 USC 112, second paragraph, has been 
withdrawn in view of the amendment. 

Claim Objections 

7. Claims 1-2, 4-5, 8-9, 12-13, 18-19, 21 , 52-63 are objected to since it is not 
necessary to include items in parentheses as in the amended claims. For example, 
method (100a [400], 100b [500], 100c[600]) or recipients (RECIPIENT 1-RECIPIENT 
N). It is suggested to remove these unnecessary items in the claims. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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9. Claims 18-19, 21 , 54-56 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 18, determining step determines when the current document 
distribution job is complete but why including determining when all recipients of the one 
or more recipients have returned the document to the document distributing apparatus . 
Distributing a document is just passing out the document to one or more recipients and 
the distribution is done when the recipients receive the document. It appears that 
returning the document from the recipients does not mean anything of distributing when 
included in the distribution job. 

Dependent claims 19, 21 , 54-56 are rejected for fully incorporating the deficiencies of 
their base claim. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

11. Claims 1-2, 4-5, 18-19, 21 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Auglin, Jr. etal. (US Pat No 5,892,591, 4/6/99, filed 11/22/96). 
Regarding independent claim 1, Auglin discloses: 
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- providing a document to an included document distributing apparatus, the 
document comprising a cover sheet including a cover sheet information, the 
cover sheet information including a document distribution job information (figure 

3, col 4, line 39 to col 5, line 9) 

- receiving the document from the originator (col 4, lines 48-67) 

- scanning the document to provide the document distribution job information (col 

4, lines 48-67) 

- distributing the document based on the document distribution job information to 
one or more recipients by means of an included communication network (col 5, 
lines 1-31 : transmitting the document via the network computer over the Internet 
to one or more recipients based on the information on the cover sheet) 

- receiving the document from the document distributing apparatus (col 5, lines 10- 
17; figure 3: the document is received in the destination facsimile from the 
remote computer, which is equivalent to the document distribution apparatus) 

- subsequent to receiving the document, returning the document to the document 
distributing apparatus (col 5, lines 31-40) 

Regarding claim 2, which is dependent on claim 1 , Auglin discloses providing the 
document to the document distributing apparatus by means of the communication 
network (figures 2 and 3). 



Application/Control Number: 10/650,552 Page 5 

Art Unit: 2178 

Regarding claim 4, which is dependent on claim 1 , Auglin discloses that the document 
distribution job information includes a message (abstract, col 4, lines 39-67). 

Regarding claim 5, which is dependent on claim 1 , Auglin discloses that the document 
distribution job information includes a routing information (abstract, col 4, lines 39-67, 
col 5, lines 1-17, figure 3). 

Regarding claim 18, which is dependent on claim 1, Auglin discloses determining when 
the current document distribution job is complete, such determining when the current 
document distribution job is complete including determining when all recipients of the 
one or more recipients have returned the document to the document distributing 
apparatus (col 5, lines 1 8-36) 

Regarding claim 19, which is dependent on claim 18, Auglin discloses returning the 
document to the originator by the document distributing apparatus when it is determined 
the document distribution job is complete (col 5, lines 22-39). 

Regarding claim 21 , which is dependent on claim 18, Auglin discloses that it is 
determined that the current document job is not complete, continue to distribute the 
document (col 5, lines 22-30, col 6, lines 40-54). 
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12. Claims 57-58, 60-62 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Auglin, Jr. et al. (US Pat No 5,892,591 , 4/6/99, filed 1 1/22/96). 

Regarding independent claim 57, Auglin discloses: 

- receiving the document, the document comprising a document distribution job 
information (figure 3, col 4, line 39 to col 5, line 9) 

- scanning the document to provide the document distribution job information (col 
4, lines 48-67) 

- distributing the document based on the document distribution job information to 
one or more recipients (col 5, lines 1-31 : transmitting the document via the 
network computer over the Internet to one or more recipients based on the 
information on the cover sheet) 

- subsequent to receiving the document, returning the document to the document 
distributing apparatus (col 5, lines 31-40) 

Regarding claim 58, which is dependent on claim 57, Auglin discloses the document is 
received from the originator by means of the communication network (figures 2 and 3). 

Regarding claim 60, which is dependent on claim 57, Auglin discloses determining 
when the current document distribution job is complete, such determining when the 
current document distribution job is complete including determining when all recipients 
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of the one or more recipients have returned the document to the document distributing 
apparatus (col 5, lines 18-36). 

Regarding claim 61, which is dependent on claim 60, Auglin discloses returning the 
document to the originator by the document distributing apparatus when it is determined 
the document distribution job is complete (col 5, lines 22-39). 

Regarding claim 62, which is dependent on claim 60, Auglin discloses that it is 
determined that the current document job is not complete, continue to distribute the 
document (col 5, lines 22-30, col 6, lines 40-54). 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

15. Claims 8-9, 12-13 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Auglin as applied to claim 1 above, and further in view of Braun et al. (US Pat App 
Pub No 2004/0061888, 4/1/04, filed 9/20/02). 

Regarding claims 8-9, which are dependent on claims 1 and 8 respectively, Auglin does 
not discloses, by at least one recipient of the one or more recipients, modifying the 
cover sheet information by marking the cover sheet with a marking instrument. 
Braun discloses updating the facsimile cover sheet by a pen ([0007]). 
It would have been obvious to an ordinary skill in the art at the time of the invention was 
made to combined Braun into Auglin for easily editing the cover sheet information using 
a pen, which is a marking tool without using a keyboard. 

Regarding claim 12, which is dependent on claim 1, Auglin does not disclose that the 
document comprising one or more document sheets including a document sheet 
information, the method including, by at least one recipient of the one or more 
recipients, modifying the document sheet information. 

Braun discloses modifying the document sheet information ([0007]: updating the cover 
sheet shows modifying the document sheet information since the cover sheet includes 
the document information). 
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It would have been obvious to an ordinary skill in the art at the time of the invention was 
made to have combined Braun into Auglin for conveniently using a pen for modifying a 
facsimile as well as the facsimile cover sheet without the need of a keyboard of a 
computer. 

Regarding claim 13, which is dependent on claim 12, Auglin does not disclose 
modifying the document sheet information by marking at least one document sheet with 
a marking instrument. 

Braun discloses marking the cover sheet that is transmitted with one or more document 
sheets ([0007]: updating the facsimile cover sheet by a pen implies that the cover sheet 
is marked by a pen). 

It would have been obvious to an ordinary skill in the art at the time of the invention was 
made to have modified Braun to include marking at least one document sheet and 
combined Braun into Auglin for the following reason. Braun discloses marking the cover 
sheet of a document thus motivating to mark the document sheets since the document 
sheets and the cover sheet are documents transferred together. The combination of 
Braun into Auglin would provide an easy way to edit a transferred document with a pen. 

16. Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over Auglin 
as applied to claim 1 above, and further in view of Braun et al. (US Pat App Pub No 
2004/0061888, 4/1/04, filed 9/20/02). 
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Regarding claim 52, which is dependent on claim 1, Auglin does not disclose where at 
least one document that is returned to the document distributing apparatus contains 
cover sheet information that has been modified by at least one recipient of the one or 
more recipients. 

Braun discloses updating the fax cover sheet by a pen ([0007]). 
It would have been obvious to an ordinary skill in the art at the time of the invention was 
made to have combined Braun into Auglin for easily editing the cover sheet information 
using a pen, which is a marking tool without using a keyboard. 

Allowable Subject Matters 

17. Claim 59 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

18. Applicant's arguments filed 5/25/06 have been fully considered but they are not 
persuasive. 

Regarding claim 1, Applicants argue that Auglin does not disclose receiving the 
document from the document distributing apparatus, and subsequent to receiving the 
document, returning the document to the document distributing apparatus. 
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However, these claimed limitations are merely the limitations of canceled claim 7which 
is rejected in the previous office action, and there is no arguments from Applicant 
regarding these features. 

Conclusion 

1 9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Harris (US 2003/0226885, filed 6/10/02). 
Ericson et al. (US 2002/0054778, priority 5/30/00). 
Woolf et al. (US 2004/0237033, priority 5/19/03). 
Feig et al. (US 2006/0080317, priority 12/29/00). 
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Mohit et al. (US 2005/0060162, priority 1 1/10/00). 
Hendriks et al. (US 2003/0163525, filed 2/22/02). 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cong-Lac Huynh whose telephone number is 571-272- 
4125. The examiner can normally be reached on Mon-Thurs (9:00-7:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Cong-Lac Huynh 
Primary Examiner 
Art Unit 2178 
08/03/06 



